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DETAILED ACTION 

The applicant's response filed 9/14/2005 to the Office action has been entered. Claims 1- 
17 and 19-40 are pending. The finality which was made by the Office action mailed 6/14/2005 is 
withdrawn in light of the new grounds of rejections. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distincUy claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 13-14, 17, 19, 33-34 and 39 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

a. Claims 13-14, 33-34 and 39 are vague and indefinite because of the phrase "such 
as" in claim 13. It is unclear what is the hetero atom cited in the claim. 

b. Claims 17 and 19 are vague and indefinite because of the phrase "the assay" 
which has no antecedent basis. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-9, 13, 15, 17, 20-29, 33, 35-37 and 39 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Sessler et al. (US 5,559,207, issued September 24, 1996). 
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Sesseler et al. disclose a method of phosphate ester hydrolysis including using a 
texaphyrin metal complex (See the Abstract). The metal complex is covalently coupled with 
amine, thiol or hydroxyl linked oligonucleotides (See column 8, lines 5-9 or Fig. 3A-3C). The 
oligonucleotide is 5 to 50 nucleotides in length (See fig. 2B). The oligonucleotide is covalently 
bonded directly or via a spacer arm (See fig. 2B). The metal compound is europium cryptate (See 
column 3, lines 56-65). The tripyrrane dissolved to form a homogeneous orange solution, which 
turned to a fluorescent orange color (See column 10, lines 27-30). 

Since there is no chemical structure cited for a rare-earth metal cryptate in the claims 
above, any chemical structure compound with the metal complex is interpreted as a rare-earth 
metal cryptate, the teachings of Sessler et al. anticipate the limitations of the claims. 

Claim Rejections - 35 USC§ 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sessler et al. (US 
5,559,207, issued September 24, 1996) as applied to claims 1-9, 13, 15, 17, 20-29, 33, 35-37 and 
39 above, and further in view of Zhao et al. (US 6,306,975, issued October 23, 2001). 

The teachings of Sessler et al. are set forth in section 4 above. Sessler et al. do not 
disclose a fluorescent label comprising an acceptor fluorescent compound in an assay. 

Zhao et al. disclose a rare earth metal complex used as a donor label in a non-radioactive 
energy transfer reactions assay and an acceptor, which is fluorescent label, is used in the assay 
(See column 26 lines 40-57). 

One of ordinary skill in the art would have been motivated to apply a fluorescent label as 
an acceptor as taught by Zhao et al. because if europium cryptate is used as a donor in a non- 
radioactive energy transfer reactions assay, APC, a phycobiliprotein will be used as an acceptor, 
since the phycobiliprotein has high molar absorptivity at cryptate emission wavelength which 
provides high transfer efficiency (See column 26, lines 64-67 and column 27, lines 1-2). It would 
have been prima facie obvious to have a fluorescent label as an acceptor in the assay. 

Allowable Subject Matter 

7. Claims 10-12, 14, 16, 30-32, 34, 38 and 40 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

8. The following is a statement of reasons for the indication of allowable subject matter: 
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Concerning claims 10-12, 14,16, 30-32, 34, 38 and 40, no prior art has been found 
teaching or suggesting the rare-earth metal cryptate is covalently bonded to an oligonucleotide. 

The closest prior art is the reference of Sessler et aL Sessler et al. disclose that the metal 
complex is covalently coupled with amine, thiol or hydroxyl linked oligonucleotides (See 
column 8, lines 5-9 or Fig. 3A-3C). However, the metal complex does not have the chemical 
structure as cited in claim 10. 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joyce Tung whose telephone number is (571) 272-0790. The 
examiner can normally be reached on Monday - Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571 272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Summary 



9. 



No claims are allowable. 



Joyce Tung 
November 2, 2005 





